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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 

WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 
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Status 
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2a)D This action is FINAL. 2b)E This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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5) D Claim(s) is/are allowed. 
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Application Papers 
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Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Election/Restrictions 

Newly submitted claims 13-17 are directed to a method of making a mold, which 
is an invention that does not relate to a single general inventive concept with non- 
elected Group I, drawn to a flexible mold, claims 1-8, and elected Group II, drawn to a 
method of making a microstructure using a flexible mod, claim(s) 9-12, under PCT Rule 
13.1 because, under PCT Rule 1 3.2, they lack the same or corresponding special 
technical features for the following reasons: The special technical feature shared by the 
inventions is the flexible mold, which is obvious over Yokoyama et al. (US Patent App. 
Pub. No. 2002/0007000 A1) in view of Teijin LTD (JP 590451 07A), Jeram et al. (US 
Patent No. 4,340,709), and Audsley (US Patent No. 4,929,403) as described in the 35 
USC 103 rejection below. 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for 
prosecution on the merits. Accordingly, claims 13-17 are withdrawn from consideration 
as being directed to a non-elected invention. See 37 CFR 1.142(b) and MPEP § 
821.03. 

Information Disclosure Statement 

The information disclosure statement filed 23 January 2007 fails to comply with 
37 CFR 1.98(a)(2), which requires a legible copy of each cited foreign patent document; 
each non-patent literature publication or that portion which caused it to be listed; and all 
other information or that portion which caused it to be listed. It has been placed in the 
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application file, but the information referred to therein has not been considered. 
Specifically, no copy is provided of the following document: 

WO | 2004/007166 | 19.072001 

Specifically, a legible copy is not available of the following document: 

Domininghaus Hans: "Die Kunststoffe und ihre Eigenschaften" 1992, VD1 Verlag, 
Dusseldors 1992, 1 page 

As no copy or no legible copy of the references is available, it is not possible to review 
the documents. 

It appears that WO 01 52299 A was mistakenly cited as WO 2004/007166 given 
that the cited publication date (19 July 2001) was the publication date of WO 01 52299 
A. Since WO 01 52299 A was able to be obtained and was cited on the International 
Search Report for the PCT application that 10/518,959 claims priority to, WO 01 52299 
A has been considered. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 9-12 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

With respect to Claim 9, the term "hygroscopic" in lines 4 and 7 of the claim is 
unclear in that it conflicts with "containing moisture to saturation" in line 5 of the claim. 
This is unclear because the support would not be able to absorb moisture and thus be 
hygroscopic if it is completely saturated. Claims 10-12 are rejected via their 
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dependency. For purposes of examination, the claim is interpreted similar to Claim 15 
in that the support is hygroscopic before being saturated. 

Claim Rejections - 35 (JSC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 9-12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Yokoyama et al. (US Patent App. Pub. No. 2002/0007000 A1) in view of Teijin LTD (JP 
590451 07A), Jeram et al. (US Patent No. 4,340,709), and Audsley (US Patent No. 
4,929,403). 

Regarding claims 9, Yokoyama et al. teach a method of manufacturing a 
microstructure having a projection pattern having a predetermined shape and a 
predetermined size on a surface of a substrate (fig 2d), comprising the steps of: 
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preparing a flexible mold comprising a support made of a material having a tensile 
strength and a molding layer disposed on said support and having a groove pattern 
having a shape and a size corresponding to those of said projection pattern on a 
surface (fig 2b & par 0035) thereof; arranging a curable molding material between said 
substrate and a molding layer of said mold and filling said molding material into said 
groove pattern of said mold (fig 2c); curing said molding material and forming a 
microstructure having said substrate and said projection pattern integrally bonded to 
said substrate (fig 2c & 2d); and releasing said microstructure from said mold (fig 2e). 

However, Yokoyama et al. do not teach that the support material has a tensile 
strength of at least 5 kg/mm 2 and contain moisture to saturation at a temperature and a 
relative humidity at the time of use by a humidity absorption treatment applied in 
advance. 

Nevertheless, Teijin LTD teaches saturating ethylene terephthalate with 
saturated/superheated steam (abstract). Therefore it would have been obvious to one 
having ordinary skill in the art at the time of invention to modify Yokoyama et al's 
method of manufacturing a microstructure to include a step of humidity absorption 
treatment/steam treatment. One would have been motivated to do so to prevent the 
polyester from having increased water content on storage and drying (abstract). As the 
support is able to have increased water content before the treatment, it is necessarily 
hygroscopic before the treatment (see Teijin, abstract). 

As to the tensile strength of the support material, one having ordinary skill in the 
art would use silicon compositions to make flexible molds because it is one of many 
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commonly used materials used as taught by in Audsley (col. 1 lines 26-28). Jeram et al. 
teach that silicon compositions could be cured to have a tensile strength of 770 p.s.L, 
which is at least 5 kg/mm 2 (col. 12 lines 35-40). Therefore it would have been obvious 
to one having ordinary skill in the art at the time of invention to modify Yokoyama et al's 
method of manufacturing a microstructure to include a flexible mold material having a 
tensile strength of at least 5 kg/mm 2 as taught by Audsley and Jeram. One would have 
been motivated to do so to create a mold with desired material properties such as 
flexibility/stretch-ability. 

Regarding claim 10, Yokoyama et al. teach molding material is photo-curable 
material (fig 2c). 

Regarding claim 11, Yokoyama et al. teach microstructure is a back plate for a 
plasma display panel (par 0019). 

Regarding claim 12, Yokoyama et al. teach a step of independently arranging a 
set of address electrodes substantially in parallel with each other while keeping a 
predetermined gap between them on a surface f said substrate (fig 1, 10 & par 0018). 

Response to Arguments 

Applicant's arguments filed 23 January 2007 and 09 April 2007 have been fully 
considered but they are not persuasive. 

Applicant argues with respect to the Information Disclosure Statement filed 12 
September 2006. Applicant's arguments appear to be on the grounds that: 

1) The references are not required because they were cited in the International 

9 

Search Report. 
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2) Regardless, the references are submitted for consideration with the IDS of 23 
January 2007. 

Applicant argues with respect to the 35 USC 103 rejections. Applicant's 
arguments appear to be on the grounds that: 

3) Since Claim 9 now recites "hygroscopic support," the support is hygroscopic 
before, during, and after the support is employed in the manufacture of the mold. Since 
the polyester of Teijin is heated to be no longer hygroscopic, the material would no 
longer be hygroscopic. 

The Applicant's arguments are addressed as follows: 

1 and 2) References were not received from the International Search Report (see 
Notice of Acceptance of Application Under 35 U.S.C. 371 and 37 CFR 1.495 of 12 May 
2005 and the DO/EO Worksheet/Miscellaneous Internal Document of 17 December 
2004). Thus, the references have not been considered as described above in the 
Information Disclosure Statement section: 

Specifically, no copy is provided of the following document: 

WO | 2004/007166 | 19.07.2001 

Specifically, a legible copy is not available of the following document: 

Domininghaus Hans: 'Die Kunststoffe und ihre Eigenschafien" 1992, VDI Verlag. 
Dussetdors 1992, 1 page 

As no copy or no legible copy of the references is available, it is not possible to 
review the documents. 

It appears that WO 01 52299 A was mistakenly cited as WO 2004/007166 
given that the cited publication date (19 July 2001) was the publication date of 
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WO 01 52299 A. Since WO 01 52299 A was able to be obtained and was cited 

on the International Search Report for the PCT application that 10/518,959 

claims priority to, WO 01 52299 A has been considered. 

3) The lack of clarity of "hygroscopic" when used with "containing moisture to 
saturation" is discussed in the 35 USC 112 Rejections section above. Thus, in 
response to applicant's argument that the references fail to show certain features of 
applicant's invention, it is noted that the features upon which applicant relies (i.e., the 
support being hygroscopic and thus being able to contain more moisture after being 
formed) are not recited in the rejected claim(s). Although the claims are interpreted in 
light of the specification, limitations from the specification are not read into the claims. 
See In re Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Patrick Butler whose telephone number is (571) 272- 
8517. The examiner can normally be reached on Mon.-Thu. 7:30 a.m.-5 p.m. and 
alternating Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Christina Johnson can be reached on (571) 272-1176. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 





Patrick Butler 
Assistant Examiner 
Art Unit 1732 



